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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/29/2006 has been entered. 

Response to Arguments 

2. Applicant's arguments filed 12/29/2006 have been fully considered but they are 
not persuasive. 

In response to applicant's argument [Remarks, page 6, 4 th paragraph] that the 
references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., "the Bueno reference does not provide the 
ability to verify the user utilizing the on-board processor") are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). The claims are broader than what 
applicant argues in that claim 1 does not recite a biometric system for verifying a user 
utilizing the on-board processor. 
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In response to applicant's argument that "there is no verification transmitted 
in Bueno", applicant is directed to column 3, lines 10-12 of Bueno, which states "the 
result of the comparison (verification) together with the data of the card stored in 
memory 7 are transmitted by module 9 to the fixed station 1". 

In response to applicant's argument that "the card and reader of the Cudlitz 
reference are all one item and therefore does not disclose a concept of a separate 
passive card with the combination of a separate card holder" recited in claims 4 
and 7 [Remarks, page 7, 1 st paragraph], the fact that applicant has recognized another 
advantage which would flow naturally from following the suggestion of the prior art 
cannot be the basis for patentability when the differences would otherwise be obvious. 
See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). In this case, 
Bueno teaches the separate passive card with the combination of a separate card 
holder while Cudlitz is cited to teach of the biometric authentication wherein Cudlitz 
suggests that combining ID number and biometric characteristic of an individual is 
advantageous because it provides increased security and at the same time, expedite 
processing of smart cards passing through access gates {see Cudlitz, col. 1, lines 20- 
37; col. 2, lines 65-67}. Further, claims 4 and 7 are broader than what applicant argues. 
There is no indication in claims 4 and 7 of a separate passive card with the combination 
of a separate cardholder. Claims 4 and 7 recite "the remote identification tag holder of 
claim 1 , further comprising a biometric data reader communicably connected to said 
transmitter. The biometric data reader is broadly interpreted as a biometric data reader 
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that communicates with the transmitter, wherein the communication can be in the form 
of wired or wireless communication. 

In response to applicant's argument that "the Cudlitz reference does not 
provide for transmitting the biometric data to a separate location for comparison 
with the actual data in order to do a verification" [Remarks, page 8, 1 st paragraph], 
the fact that applicant has recognized another advantage which would flow naturally 
from following the suggestion of the prior art cannot be the basis for patentability when 
the differences would otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 
(Bd. Pat. App. & Inter. 1985). In this case, Bueno teaches the separate passive card 
with the combination of a separate card holder wherein the card holder transmits data to 
a separate location for comparison. Cudlitz is cited to teach of the biometric 
authentication wherein Cudlitz suggests that combining ID number and biometric 
characteristic of an individual is advantageous because it provides increased security 
and at the same time, expedite processing of smart cards passing through access gates 
{see Cudlitz, col. 1, lines 20-37; col. 2, lines 65-67}. Therefore, it would have been 
obvious to one of ordinary skill in the art, at the time of applicant's invention, to include a 
biometric data of a user with the transmitted data of Bueno for verification purposes 
because, as taught by Cudlitz, it provides increased security and at the same time, 
expedite processing of smart cards passing through access gates. 

Finally, applicant's arguments with respect to claims 1 1-20 have been considered 
but are moot in view of the new ground(s) of rejection. 
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Based on the above observation, the rejection of claims 1-4 and 6-20 is 
maintained in this Office action. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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6. Claims 1, 3 and^£), are rejected under 35 U.S.C. 102(b) as being anticipated 

by USP 5,532,689 (hereinafter 'Bueno'). 

In claim 1 , Bueno teaches of an identification tag component comprising: 

an smart card housing (i.e. identification tag shell (4)) having an outer surface as 

shown in the drawing, a transmitter (9), an identification tag interface (6) communicably 

connected to said transmitter (9) and adapted to read fixed identification data (i.e. 

CCUI) from an identification tag (5) which was fixedly stored therein {see col. 2, lines 

53-62+}; and 

wherein said transmitter transmits identification data {see col. 3, lines 10-12}. 

means on said outer surface (i.e. card-presence detecting contact) for holding 
the identification tag in communicable proximity to said identification tag interface {col. 
3, lines 13-16}; 

a processor (8) for processing said read identification data and operable to 
validate the identification tag based on said read fixed identification data and generate a 
verification signal {see paragraph bridging cols. 2 and 3}; 

In claim 3, the remote identification tag holder of claim 1, wherein said 
identification tag interface is a smart card reader (memory interface) as shown in the 
drawings. 

In claim 8, the identification tag component of claim 1, wherein said identification 
data (CCUI) is authorization data that prevents fraud {see col. 3, lines 13-18}. 
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In claim 10, the identification tag component of claim 1, wherein said 
identification data (CCUI) identifies equipment, such as a motor vehicle passing through 
the motorway toll station {see col. 2, lines 18-20}. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over USP 
5,532,689 (Bueno) in view of USP 5,310,999 (hereinafter 'Claus et al'). 

In claim 2, although Bueno do not disclose expressly "said transmitter is an 
active transmitter", the claim limitation is a just a matter of obvious design choice as 
evidenced by Claus and would have been obvious in the system of Bueno because it is 
just a matter of adding a battery to the smart card 5 to make the transmitter active (9) 
{see Claus et al, col. 5, lines 63-66}. Active transmitters are usually used whenever a 
user wishes to have a longer transmission distance. Therefore, it would have been 
obvious to one of ordinary skill in the art, at the time of applicant's invention, to include 
an active transmitter in the system of Bueno because, as evidenced by Claus, it is just a 
matter of adding a battery to the smart card 5 to make the transmitter active (9), to 
thereby increase the transmission range of the transmitter of Bueno. 

8. Claims 4, 6-7 and 9, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USP 5,532,689 (Bueno) in view of US H2120 (hereinafter 'Cudlitz'). 

In claims 4, 6-7 and 9, Bueno does not disclose "a biometric data reader". 
However, Cudlitz, in an analogous art, teaches of "a biometric data reader 100 
communicably connected to said transmitter 204 and processor 202, wherein said 
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processor 202 receives input 5iometric data from said biometric data reader 100 and 
said processor processes said input biometric data and wherein stored biometric data is 
stored on the identification card and said processor processes said stored biometric 
data and said processor determines if the input biometric data is substantially related to 
the stored biometric data and generates a biometric verification signal and wherein said 
transmitter transmits said biometric verification signal" {see Cudlitz, Figure 2, col. 3, 
lines 20+}. The systems of Bueno and Cudlitz are analogous art because they are from 
the same field of endeavor,' wireless authentication of smart card systems. Cudlitz 
suggests that combining ID number and biometric characteristic of an individual (i.e. 
identifies a user) is advantageous because it provides increased security and at the 
same time, expedite processing of smart cards passing through access gates {see 
Cudlitz, col. 1, lines 20-37; col. 2, lines 65-67}. Obviously, it is beneficial in the system 
of Bueno, because Bueno is concerned with transmitting data quickly and securely from 
a smart card during a remote transaction. Therefore, it would have been obvious to one 
of ordinary skill in the art, at the time of applicant's invention, to have a biometric 
authentication in the system of Bueno, because, as taught by Cudlitz, it provides 
increased security and at the same time, expedite processing of smart cards passing 
through access gates. 

9. Claims 11-12 and 14-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USP 5,532,689 (Bueno) in view of US 6,219,439 (Burger), and 
further in view of USP 6,507,912 (hereinafter 'Matyas, Jr. et al'). 
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Claim 1 1 recites the remote identification tag holder of claim 1 , further comprising 
a location receiver (see Bueno, 2) receiving transmissions from said transmitter (see 
Bueno, 9), and a location processor (see Bueno, 3) connected to said location receiver 
(see Bueno, 2). Bueno does not disclose a "biometric input independent of the 
identification card". Burger teaches of a handheld card reader 12 including a 
biometric input (i.e. fingerprint scanner 16) independent of the identification card 14, as 
shown in Figure 1 {also see Burger, column 5, lines 6-27}. Burger, suggests that 
combining an ID card reader and biometric characteristic of an individual is 
advantageous because an ID card by itself can easily be defeated by a hacker {see 
Burger, col. 3, lines 13-27}. Therefore, it would have been obvious to one of ordinary 
skill in the art, at the time of applicant's invention, to include a biometric input 
independent of the identification card in the system of Bueno because, as taught by 
Burger, a hacker can easily defeat an ID card by itself. 

Bueno in view of Burger do not disclose "hash of the biometric data" as 
claimed. Matyas, in the same field of endeavor (biometric security systems), teach of a 
one-way nonlinear hash function of biometric data samples {see Matyas, col. 5, lines 
49-51+}. Matyas suggests that it is advantageous to use a hash function (i.e. in place of 
encryption) because hashing, as claimed, secures biometric data during transmission 
without unduly increasing the cost and complexity of the biometric application {see 
Matyas, col. 3, lines 1-3+}. Therefore, at the time of applicant's invention, it would have 
been obvious to one of ordinary skill in the art to hash the biometric data of Bueno in 
view of Cudlitz because, as taught by Matyas, a hash function secures biometric data 
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during transmission without unduly increasing the cost and complexity of the biometric 
application. 

In claim 12, Bueno teaches that the remote identification tag identification system 
of claim 1 1 , further comprising a system identification database in communication with 
said location processor, wherein said location process or further processes stored 
identification data {see Bueno, paragraph bridging cols. 2 and 3}. 

In claim 14, although Bueno does not disclose "said location processor 3 
determines identity from the identification data", it would have been obvious to one of 
ordinary skill in the art, at the time of applicant's invention, to include said location 
processor 3 determining identity of the card user via the card number because, as 
taught by Bueno, it prevents fraud {see Bueno, col. 1, lines 54-60; col. 2, lines 32-37}. 

In claims 1 5 and 16, Bueno teaches that the identification tag component of claim 
1, wherein said identification data is authorization data {see Bueno, col. 2, lines 18-37}. 

In claim 17, although Bueno do not disclose expressly "a second location 
receiver and a second location processor, wherein said second location 
processor is in communication with said system identification database", these 
claim limitations would have been just a matter of design choice to one of ordinary skill 
in the art and would have been obvious to add as many location receivers to the system 
of Bueno, depending on accuracy, dead spots, or how the signal in the system of Bueno 
will be picked up. 

In claim 18, Bueno teaches that said identification tag interface is a smart card 
reader (memory interface) as shown in the drawings. 
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In claims 19 and 20, although Bueno does not disclose "the remote identification 
tag identification system of claim 1 1 , further comprising an access barrier, wherein said 
location processor processes said received identification to determine access 
authorization and causes said access barrier to move when access is authorized", the 
use of ID tags for access is conventional, as evidenced by Burger {see Burger col. 1, 
lines 16-18}, and would have been obvious in the system of Bueno. As such, Burger 
teaches using the remote identification tag identification system for access through an 
access barrier (i.e. door 44 or gate) as claimed {see Burger, Fig. 2; col. 6, lines 39-56+; 
col. 7, lines 46-50}. Burger suggests that it is advantageous to use the identification tag 
system in providing access through a door because due to the authentication process, it 
prevents unauthorized users gaining entry through the door {see Burger coL 8, lines 16- 
34}. Therefore, it would have been obvious to one of ordinary skill in the art, at the time 
of applicant's invention, to include an access barrier with the location processor to 
determine access authorization in the system of Bueno because, as taught by Burger, 

10. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over USP 
5,532,689 (Bueno), US 6,219,439 (Burger) and USP 6,507,912 (Matyas, Jr. et al), and 
further in view of USP 5,310,999 (Claus et al). 

In claim 13, although Bueno do not disclose "said location processor provides 
displayed identification data", these claim limitations are conventional, such as when 
used for toll collection as exemplified by Claus et al {see Claus et al, col. 5, lines 18+}, 
and would have been obvious in the system of Bueno to one of ordinary skill in the art at 
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the time of applicant's invention, because as taught by Claus et al, it provides for visual 
notification to motorists. 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Wendy Garber can be reached on (571)-272-7308. The fax phone numbers 
for the organization where this application or proceeding is assigned is 571-273-8300 
for regular and After Final formal communications. The Examiner's fax number is (571)- 

273- 3065 for informal communications. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
4700. 
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Examiner 
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